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of the respective tooth and is oriented at an acute angle with respect to a remaining portion of the 
respective side of the lootb for reducing an effective dust gap of the tooth. 
49. (New) The band *w blade as defined in claim 49 wherein the relief portion is oriented at an 
angle within the range of approximately 0* and approximately 2° with respect to a plane defined 
by an unset tooth. 

KFMARKS 

Applicant has amended claims 12 and 23; claims 1-5, 7-14, and 21-47 remain 
pending in this application; and new claims 48 and 49 have been added. Claims 12-14 have been 
allowed. The undented thanks Examiner Dexter for courteously discussing this application 
during the recent telephonic interview. For the reasons discussed during the interview and 
suxnrnarized in further detail below, it is respectfully submitted that 1-5, 7-1 1 and 2 1-49 also are 
allowable. 

Drawing Corrections 

The E xaminer has approved the proposed drawing corrections made to Figures 1 
and4 onNovember 20, 2002. In accordance with 37 CFR § 1.121(d), submitted herewith are 
clean copies of Figures 1 and 4 as amended. 
Rejection pnder35 U .S.C. 8 112 

Claims 23 and 24 were rejected under 35 U.S.C. § 1 12, second paragraph, as being 
indefinite for tailing to particularly point out and distinctly claim the subject matter which 
Applicant regards as the invention. In view of the above amendments, it is respectfully submitted 
; ,ihafc1hiftW<»ffl^&r rejectionlias^been'ohviated. ■ »■ 
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-' Rejection under 35 L .S.C. S 103 

Claims 1-5, 7-1 1 and 21-40 were rejected under 35 U.S.C. § 103(a) as being 

^rrfableoverRE^ TheExammer 
states atparagnmh 6 cfthe Action (page 4): "it would have been obvious to one having ordinary 
skill in the art to provi de such shelves on the band saw of Clark '433 at least for the benefits 
taught by Grelck." The Examiner's grounds for rejection are hereinafter traversed, and 

reconsideration is resi^ectfully requested. 

To establish a prima facie case of obviousness, the following criteria must be met: 
(1) There must be some suggestion or motivation, either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art, to modify the references or to 
combine the teaching s of the references; (2) There must be a reasonable expectation of success 
found in the prior art not the applicant's disclosure; and (3) The prior art references must teach or 
suggest all of the claim limitations. M.P.E.P. § 2142. "A prior art reference must be considered in 
its entirety, i.e., as a .vhole, including portions that would lead away from the claimed invention" 
MP.E.P. § 2141,02, ritm F T, T * V c ™ ■ ft" v pTarlock - Ine " 721 * M 1540 ^ ^ 
1983), cert, denied. «96 U.S. 851 (1984). Further, prior art references that are not analogous art 
atenwproperrycombmableunder§103. Areference U not analogous art if it is r*t within the 
inventor's field of erdeavor and is not reasonably pertinent to the problem with which the inventor 
was involved. Injs.Clay, 966 FJd 656 (Fed. Cir. 1992). 

First, there is no suggestion or motivation in the prior art to modify Clark '433 to 
include the «hdve.«tfGidc^M-«g8^Vy^aB^- Clark '433 is directed specifically to 
, • jgeMJSein-band blades. Clark '433 states: "The present inventioi^elates to saw blades** v& 
, usedfor cut ting mS*dMS*B*SS&, as band .mm WadesUad hack. saw*lades.". • u,^;,., * 

(Clark '433 at column i, iines 1042, emphasis added), farther, Clark '433 is directed to 
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addressmg problems unique to metal casing sa j blades, including "reduced cutting noise and 
chatter, reduced vibrat.on and smoother running". (Clark *433 at column 1, Iines47-M>). 

In stark contrast to Clark '433, c|relck is directed to woodcutting saw blades, and 

;to addressing^ fact ^ (Gl * lckat 
column 1, lines 8-10). In Grelck's wood cutting saw blade "the front of the saw-tooth is provided 
with one ot more projections, which act as sawdust-removers and remove the sawdust as it is 
produced... r (Grekkatc^lumnl.lineslMS). More specifically, Grelck teaches setting only 
the tips Of the teeth "so that the thickness of thi cut and the loss of material caused thereby are 
smaller", and forming the sawdust removing projections below the bend plane of the tips on the 
"front or cutting edge ' of each tooth. (Grelck at column 1, lines 20-23, and column 2, line 40). 

Thus, Clark '433 is directed to cutting metal workplaces and is not concerned in 
any way with the problems associated with cutting wood and removing sawdust from the kerf 
when cutting wood. Grelck, on the other hand, is directed to cutting wood, and to providing "tip 
set- teeth andsawdust removing projections bkffi the bend plane of the teeth to remove sawdust 
when cutting wood Grelck is not concerned in any way with cutting metal workpieces or the 
problems associated with cutting such workpifces. Therefore, there is no suggestion or motivation 
in either of the references to apply Grelck's 1*# removing projections, which are usable only 
for removing: sawdust when cutting wood, to Clark's metal cutting saw blade, which is not used to 
cut wood. Why would one of ordinary skiU in the art want to use Grelck's saw dust removing 
, projections on Clark s metal cutting saw blade? Clearly, there is no reasonable basis for 
concluding that one of ordinary skill in the art would think to do so. The prior art references do 

. . . .^not^<^^ * 

^^oieit^respec^ 

obviousness &ai at least Jfois reason. 
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Further., there would be no reasonable expectation of success in applying Grelck's 
, saW du*removing^^^ jndeed, both Gtelck and Clark 

•433 effectively teach uway from the proposed combination. Each prior art reference must be 
■ considered in its enthv ty, including those portions that would lead away from the claimed 
■invention. M.P.E.P. § 2141.02. As set forth above, Clark '433 is directed to cutting metal 
w^kpiece^notwooj- One ofthe objects of Clark's invention is to obtam op^ 
characteristics for cut tog metal -orkpieces, "such as reduced cutting noise and chatter, reduced 
vibration and smoother running, less heat generation, and longer blade life". (Clark "433 at 
column 1, lines 46-51 ). In order to achieve this, and as shown typically in FIG. 3, Clark '433 
teachesmefbimanonofopenguUe^ Cla,k further teaches 

passively decreasing the gullet depth and pitch of the teeth, and progressively increasing the 
. positive rake angles for the teeth of lesser gullet depth » so that the smaller teem axe rendered more 
able to dig in and remove a larger chip more comparable in size to that removed by the larger 
teeth". (Clark '433 at column 3, lines 58-63). Thus, Clark's blade is designed so that it "not only 
increases the overall cutting speed, but also balances out the impacts on the individual teeth 
resulting in the improved smooth and quiet operation which characterizes the blades of [his] 

invention." (Clark '4 33 at column 3, lines 63-66). 

To modify Clark's saw blade to include Grelck's saw-dust removing projections on 
each rake face or forward cutting edge 22 (FIG. 3) would be contrary to Clark's express teachings 
. ^ destroy the bene 5* of his invention. Grelck's sawdust removing projections would increase 
. cutting noise and ckfer, increase vibration, and necessarily would cause the blade to not run 
^ - smoolhiy^ould reduce bladeiife. Grelck's sawdust removing projections. would caused , 

be disp^onate co <he reduction in chip i Ga d on 1he d«ger teeth, thereby further upsetting me 
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1b 4 M rt»*I^V*W^*^ Grelck teaches setting only the tips of the saw 
teeth axKlfonainge**^^ 

!fiom ^ clawed invention. The Examiner must consider each reference in its entirety, including 
: those portions that lead away from the claimed invention, and it is respectfully submitted that 
when Clark '43 3 and < frelck are properly viewed in this manner, the rejection must be withdrawn. 

dark ' 433 is not analogous art to Grelck and cannot be modified in me manner 
suggested by the J^r^fntesiMitic^™**. The present invention is directed to wood 
cutting band saw bUdes. Why would one of ordinary skill in the art of wj^od^ttifig band saw 
blades look to Clark', metal cuttin g saw blade when seeking to address the problems associated 
with removing saw dust from the kerf? Clark '433 is not within the field of wood cutting band 
saw blades. Rather, set forth above, Clark '433 is directed specifically to metal cutting saw 
blades. Further, Clarlc '433 is not reasonably pertinent to the problem with which the present 
inventor was involved. As set forth at page 4 of the present specification, the present invention 
addresses the problem of reducing the quantity of saw dust passing through the dust gap and 
• n^mizing the collection of sawdust on the kerf walls and sides of the saw blade. (Amended 
Specification at page 4, lines 1-3). Clark '433 does not relate in any way to cutting wood, much 
less addressing the problem of reducing the collection of sawdust on the kerf walls and/or sides of 
the saw blades. Thus, Clark '433 is not within the present inventor's field of endeavor and is not 
reasonably pertinent to the problem with which the present inventor was involved. See I" ye Cla y , 
. 966 F.2d 656 (Fed. Cir. 1 992) <a reference is not analogous art if it is not within the inventor' s 
field of endeavor and is not reasonably pertinent to the 
. evolved). 

i 

..^wi suggested by die,E>arQii^for.meseaddittor^ reasons. • - -> " — .^'^ 
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Even if it were proper to modify Clark '433 in view of Grelck in the manner 
suggested by the Examiner, which Applicants respectfully dispute, the resulting combination 
• would not meet the terms of the claimed invention. As set forth above, Grelck teaches setting only 
. the tips of the saw teeih and forming each projection bflow the bend plane. Thus, if one were to 
modify Clark's blade 10 include Grelck's sawdust removing projections, the teeth necessarily 
would be tip set and the projections would be located below the bend plane, as taught by Grelck. 
There is no teaching axywhere in the references of record to form a shelf ox like projection at least 
partially between the dp and bend plane for reducing saw dust passing to the kerf and 
. accumulating on the 1«nd saw blade. The Examiner states that this combination is "old and well 
known". However, ii is respectfully submitted that this conclusion can be reached only through 
impermissible hmdsiyht reconstruction. Nowhere do any of the cited prior art references teach or 
suggest forrning a shelf or like projection at least partially between the tip and bend plane as 
recited in the presently amended independent claims. 

It is important to point out that one of the advantages of the band saw blade of the 
present invention is 1hat because the shelf is formed at partially between the tip and bend plane, 
the teeth may define relatively "heavy sets" without reducing the effective dust gap. In other 
words, the shelf is moved laterally outwardly with the portion of the tooth that is set This feature 
is particularlyadvan^geous when cutting wet and/or frozen wood where "heavy" sets may be 
required to effectively cut such workpieces. Neither Clark '433 nor Grelck recognize the 
problems associated with cutting such wet and/or frozen wood, much less teach the solution of the 
invention, as recited in independent claims 1 and 27. 
. . ..TheM Actions 

.. , .^ yl) npatea^ 

alternative ground for rejection is overcome for the .reasons set for* herein, this constitute, a new 
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:gro und for rejection^ 

: action cannot be final ^he* the examiner introduces a new ground of rejection mat is neither 
necessitated by applicant's amendment of the claims nor based on information submitted in an 
information disclosure statement" Here, this alternative ground for rejection was introduce for 
the first time in the Final Action, and was not necessitated by any amendment or information 
disclosure statement submission. For example, independent claim 1 stands rejected on this basis, 
independent claim 1 lias never been amended, and therefore this new ground for rejection with 
respect to claim 1 could not have been necessitated by an amendment It is therefore respectfully 
submitted that if the l*aminer does not issue a notice of allowance, but father wishes to maintam 
this new ground for rejection, that such rejection should be set forth in a new non-final action. 

As also discussed during the interview, the references of record do not teach or 
suggest means located at least partially between the tip and the bend plane for effectively reducing 
the dust gap dimemioii, including at least one ^ 

the respects set tooth at an acute angle to a transverse axis of the saw blade, as recited in claim 
36. Similarly, none of the references of record teach or suggest a wood cutting band saw blade 
including a shelf locrted at least partially between the tip and the bend plane for reducing saw dust 
passing to the kerf and accumulating on the band saw blade, in combination with (1) a relief 
portion extending from the tip and having a relief angle (RA) within the range of approximately 0° 
to ar*roximately Z>, as recited in claim 21, or (2) such a relief portion defining a tangential angle 
CrA)withmther^ 

body, as recited in claim 22. As described at page 10 ofme present application, the claimed relief 
. ^ortio^^hovw^icaliy at 244' mMv^tuflberKcmces the^fecti^dusl^ap WEDQlte <. - 

therefore these dependent claims are unobvious over Oark '433 in view of Grelck for this 
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, additional reason. The Examiner noted during the interview that these limitations might be j 

r 

readable on any .relief surface. However, it is important to note with respect to claim 36, that this 
feature is part of the ":neans for eflfectively reducing the dust gap dimension", and further, ffatfjte 
claim defines me acute angle with respect to a "transverse axis of the saw blade" (as shown, e. jj., 
by the axis "A" in HO. 2). Other types of relief surfaces, such as the relief surface 22 in FIG. jl. 
do not function to reduce the dust gap dimension and are not oriented at acute angles with resrject 

to a transverse axis oi the saw blade. •: 

New claims 48 and 49 depend from independent claims 27, are commensurate in 

i, 

scope with claims 21 and 36, do not raise any new issues, and therefore should be entered andjare 

allowable over the cit ed references for the same reasons as claims 21 and 36. [ 

i, 

Dependent claims 3, 31 and 38 recite a ratio of Sl/B within the range of I 
apprudmately 025 to approximately 0.75. Similarly, claim 47 recites SI being approximate^ 1/3 
D. These features likewise are neither taught nor suggested by the references of record. One^f 
the advantages of these claimed features is that they enable the blade to prevent choking and j 
provide a desired effective dust gap. (Original specification at page 7, lines 14-20). Neither park 
•433 nor Grelck teach the formation of an effective dust gap, much less one that prevents chejing. 
Rather, in Grelck, the saw dust projections are not set, but rather are located below the bend jjrfane 
. ontteumetpcirtioi^oftteteeth. Accoidmgly, neito Clark '433 nor Grelck recogr^ 
problem of both reducing the effective dust gap and preventing choking, much less teach the? 
solution to mis problem as recited in claims 3, 31. 38 and 47. It is therefore respectfully submitted 

5 

: .tr*tmesedam«likcwi^ 

* j additional reasons. " n 

p 

.... - Wimiesi>ecttociauns4M7,two^ * 

elected subject matter. Specifically, claims 42 and 47*e »ot<iiiectedto fte non-elected s 
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matter, and Wore should not be withdrawn from consideration. The other claims (41 and 
43-46) only should be withdrawn pending allowance of a respective generic claim, at which time 
these claims should be allowed along with the respective generic claim. 

Accordingly, it is respectfully submitted that claims 1-5, 7-1 1 and 21-*9 are 
allowable in addition co already allowed claims 12-14. All issues raised by the Examiner having 
been addressed, an eady action to that effect is earnestly solicited. 

No fee in addition to that submitted herewith is believed to be required; however, if 
an additional fee or potion is required, or otherwise if necessary to cover any deficiency in fees 
already paid, automation is hereby given to charge our deposit account no. 50-1402 and/or 
please consider this a petition therefor. 

If the Examiner wishes to discuss any of the issues herein, or otherwise if it would 
facilitate the examination of this application, he is respectfully requested to call the undersigned at 
the telephone-number below. 


Date : October 6, 2003 



Mark H. Giarratana 
MoCarter & English. LLP 
Attorney for Applicant 
CityPlace I 
185 Asylum Street 
Hartford, CT 06103 
Tel: (860)275-6719 



RECEIVED 
CENTRAL FAX CENTER 

OCT 0 7 2003 
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